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Technology Transfer Contracts

TAG-Legal Participates in Expert Group
Meeting on Intellectual Property Systems
in the Arab Region

BEIRUT – Talal Abu-Ghazaleh Legal (TAG-Legal), represented by its Quality Control
Manager and Senior Legal Consultant, Ms. Deema Abu-Zulaikha, participated in the
‘Expert Group Meeting on Intellectual Property Systems in the Arab Region’, held in
Beirut, Lebanon, April 17 – 18, 2019.
The meeting aimed to discuss the status, challenges and prospective of Intellectual
Property Systems in the Arab region highlighting in particular the draft report prepared
by ESCWA on IPRs and focused on the IP systems, and the enforcement of IP laws.
Moreover, participants tackled the role of IP in promoting innovation and competitiveness
and the regulation of Intellectual Property at institutional level, whether it is at university,
industry or SME level. During the meeting, selected international, regional and national
initiatives have been showcased as examples to encourage knowledge sharing and lessons
learned among Arab countries.
During the event, Ms. Abu-Zulaikha gave a presentation on Regional Experiences and
National Case Studies on IP Systems, highlighting Syria and the UAE as examples. The
presentation focused on the IP legislations in these jurisdictions, especially the legal
basis of well-known trademarks protection, and legal procedures in case of infringement.
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AGIP & TAG-Legal Participate in ABA/
IPL Meeting

WASHINGTON, DC – Abu-Ghazaleh Intellectual Property (AGIP) and Talal AbuGhazaleh Legal (TAG-legal), members of Talal Abu-Ghazaleh Global (TAG-Global)
participated in the ABA/IPL Annual Meeting, held in Washington, DC, April 10-12, 2019.
Mr. Nabil Salamé, AGIP Vice-president Marketing and Executive Director, and Ms.
Deema Abu-Zulaikha, Senior Legal Counsel and Quality Control Manager of TAGLegal, represented TAG-Global in this year’s event.
Commenting on his participation, Mr. Salamé said: “The meeting was a very successful
event that attracted more than four hundred participants. The majority was from the
United States, with some presence from Latin America and few attendees from Europe
and Asia.”
For her part, Ms. Abu-Zulaikha affirmed that the event was a great opportunity to meet
new IP firms’ representatives and reconnect with many associates and update them on
the latest services offered at TAG-Global, AGIP and TAG-Legal.
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Ukraine Adopts UA-DRP,
Domain-Name Dispute-Resolution
Policy Similar To UDRP

KIEV - Following negotiations with the World Intellectual Property Organization (WIPO)
on the application of the Uniform Domain-Name Dispute-Resolution Policy (UDRP)
to the .UA country-code top-level domain (ccTLD), Ukrainian .UA domain operator
Hostmaster adopted the .UA Domain-Name Dispute-Resolution Policy (UA-DRP), a
domain dispute resolution mechanism similar to the UDRP. The UA-DRP entered into
force on March 19, 2019.
The UA-DRP Overview
For the time being, the UA-DRP will be applicable only to second-level private domain
names (e.g. <domain.ua>), which can be registered only by trademark owners or licensees
on the basis of a national or international trademark valid in Ukraine.
It is expected that Hostmaster will reach a decision regarding the UA-DRP application
to third-level private domain names (e.g. <domain.com.ua>, <domain.net.ua>, etc.) by
September 2019.
The UA-DRP proceedings will be administered by the WIPO Arbitration and Mediation Center.
For a complaint to be successful, the following must be proven:
• The complainant’s trademark is identical or confusingly similar to the domain name;
• The domain name registrant has no rights or legitimate interests in respect of the
domain name in question; and
• The domain name is registered or used in bad faith.
• The remedies available to the complainant are the domain name cancellation or its
transfer to the complainant.
The UA-DRP Peculiarities
The UA-DRP is similar to the UDRP, but there are certain differences:
• It is sufficient that the complainant proves that either the registration or the use of the
contested domain name is in bad faith, whereas the UDRP requires the complainant
to prove both.
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• While the UA-DRP procedure allows for the dispute to be transferred to a Ukrainian
court, or for WIPO’s Administrative Panel decision to be challenged in a Ukrainian
court, the UDRP allows for the dispute to be transferred to the location of either the
registrar’s principal office or the domain name holder’s address.
• While both the UA-DRP and the UDRP state that unless otherwise agreed by the parties,
the language of the proceeding will be the language of the registration agreement, the UADRP further specifies that it should be English, Russian or Ukrainian.
• WIPO’s Administrative Panel cannot consolidate domain disputes governed by
both the UDRP and the UA-DRP. Only disputes governed by a single policy may
be consolidated, e.g. it is impossible to consolidate disputes regarding <domain.ua>
and <domain.com>, because they are governed by different policies – the UA-DRP
and the UDRP – but it is possible to consolidate disputes regarding <domain1.ua>
and <domain2.ua>.
• Under the UA-DRP, a domain name registration cannot be transferred to another
holder during a pending court proceeding or arbitration, while the UDRP allows
the transfer if the party to whom the domain name registration is being transferred
agrees, in writing, to be bound by the decision of the court or arbitrator.
• Hostmaster (not ICAAN, as in the case of the UDRP) reserves the right to modify the
UA-DRP at any time. The revised policy will be published at least 30 calendar days
before its entry into force.
• If a complaint is found deficient in some respect and the complainant fails to correct
the deficiencies within five calendar days, the administrative proceeding may be
deemed withdrawn without prejudice to submission of a different complaint by the
complainant. The UDRP’s provision states that the administrative proceeding “is
deemed to be withdrawn”.
Cost and Timeframe
The UA-DRP procedure cost is equal to the UDRP procedure cost, and ranges from
EUR 1,315 (USD 1,500) to EUR 4,385 (USD 5,000). The UDRP procedure usually last
60-75 days.
UA-DRP’s Application to Existing Domain Name Registrations
It is unclear whether the UA-DRP is going to apply to domain names registered before
March 19, 2019, or only to those registered or renewed after that date. Neither the
UA-DRP nor the accompanying rules contain a clear provision regarding this matter.
Hostmaster has not clarified the issue, so it appears that it will be regulated by each
particular domain name registry.
Igor Alfiorov, PETOŠEVIĆ Ukraine
igor.alfiorov@petosevic.com
www.petosevic.com

6

TAG-Legal

tag-legal.com

Arbitration or Litigation?
A Highlight on
Technology Transfer Contracts
By: Dr. Nida’ N. Goussous
Talal Abu-Ghazaleh Legal

Technology Transfer Contracts became
one of the most vital controlling economic
tools used by developed countries - owners
of technology- over developing countries in
a New Economic Global Order, which relies
on the technological gap between developed
and developing countries to control the
economy worldwide, while developing
countries consider these contracts the only
tool for satisfying their needs of development
at all levels.

national litigation system to resolve such
disputes, or to follow the usual trend of
developed countries by going to arbitration.
Arbitration or Litigation?

Technology Transfer Contracts have a
certain peculiarity which must be taken
into account while choosing the dispute
resolution method, particularly the nonstop development of the technology-subject
matter of these contracts, which inclines to
favor arbitration method rather than national
Technology is defined from an economic
litigation; due to the several attributes of
perspective as the group of new knowledge,
arbitration that suit the special nature of
skills and expertise, which can be inverted
these contracts.
to production processes or can be used for
the production of goods and the rendering of Selection of arbitrators, confidentiality,
services, whereas Technology is not the science the speed and flexibility of procedures, the
itself though it is the applicable science.
maintenance of good relations between
parties, the irrevocability of the arbitration
Dispute resolution method is one of the
award, are crucial attributes of Arbitration.
controversial issues when a technology
On top of that, the choice of the applicable law
transfer contract is concluded between a
in this context is one of the most important
developed and developing countries; the
attributes of arbitration which must be taken
dilemma with developing countries is
into account by developing countries.
always whether to insist on choosing their
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Choosing the national litigation system by
a developing country to handle a dispute
arising from a technology transfer contract
means the application of the national laws
to the dispute in question.
The question is: Are these Laws Updated to
the extent to handle technological matters
in an international context?

loopholes therein while this is not the case
with developing countries.
Accordingly, the option of choosing the
applicable law in arbitration enhances the
opportunity of the developing countries
to attract foreign investors to bring their
technology for development purposes as long
as they will be satisfied with the legal protection
of their rights on one hand. On the other hand,
applying updated laws on such contracts will
keep the developing country in a better legal
position regarding the rights and obligations
arising from technology transfer contracts.

Arbitration provides its parties with the
option to choose the applicable law to their
respective dispute. On the contrary of the
laws of developing countries, local laws of
developed countries reflect in their essence
the Lex Mercatoria.
Another attribute arbitration provides, i.e.
legislative fixation, which means that parties
Lex Mercatoria is originally a body of rules
of a dispute can agree that the selected law
and principles laid down by merchants to
to be applied on a certain dispute shall
regulate their dealings. It consisted of rules
be applied as of the date of agreement.
and customs common to merchants and
Accordingly, any further amendments to
traders in Europe, with some local variation.
the selected law will not be applicable to
International commercial law today owes
the dispute and this will guarantee to the
some of its fundamental principles to the
parties of arbitrated parties to apply the
Lex Mercatoria.
selected law with all its advantages apart
In this context, the applicable law to a from any amendments, and this option is
dispute arising from a technology transfer not available if a national litigation system
contract must conform to the best practices was chosen to resolve a dispute arising from
a technology transfer contract.
of dealings related to these contracts.
International contracting on technology
in the last decades has concluded certain
principles and customs which constitute the
Lex Mercatoria for international technology
transfer practices, for instance granting the
parties of these contracts the right to review the
conditions of the technology transfer contract,
especially the long term contracts, after a
certain period of time, taking in consideration
the updates on the technology –subject matter
of the contract along with the updates on the
economic circumstances. Moreover, the scope
of Force Majeure in a technology transfer
contract is viewed in a different manner than
the other common contracts.

Reaching a point in the near future where
developing countries are able to develop their
own technologies, and where technology
transfer becomes a mutual process between
developed and developing countries and
not only a one-way process, is a desire for
all economists and law practitioners in the
developing countries, in an attempt to abandon
the expression “Transfer”, since accomplishing
this desire means in turn the independency of
their countries from one of the most common
type of economic imperialism.

Though, reaching a technological
independence by developing countries needs
to establish a sufficient legal infrastructure
These principles are usually reflected in in order to be able to provide investors as
the local laws of developed countries –the well as innovators with a safe environment
exporting party of technology-to keep their on both technological and economic levels.
legislations up-to-date and avoid the legal
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Where We Operate

General Administration
Email: taglegal@tag-legal.com

Karachi, Pakistan
Email: asia@tag-legal.com

Abu Dhabi, UAE
Email: abudhabi@tag-legal.com

Khartoum, Sudan
Email: mea@tag-legal.com

Algeria, Algeria
Email: mea@tag-legal.com

Kuwait City, Kuwait
Email: kuwait@tag-legal.com

Amman, Jordan
Email: jordan@tag-legal.com

Manama, Kingdom of Bahrain
Email: bahrain@tag-legal.com

Beirut, Lebanon
Email: lebanon@tag-legal.com

Moscow, Russia
Email: eu@tag-legal.com

Cairo, Egypt
Email: egypt@tag-legal.com

Muscat, Oman
Email: oman@tag-legal.com

Damascus, Syria
Email: syria@tag-legal.com

New Delhi, India
Email: asia@tag-legal.com

Casablanca, Morocco
Email: mea@tag-legal.com

Nicosia, Cyprus
Email: eu@tag-legal.com

Doha, Qatar
Email: qatar@tag-legal.com

Ramallah, Palestine
Email: mea@tag-legal.com

Dubai, UAE
Email: uae@tag-legal.com

Riyadh, KSA
Email: ksa@tag-legal.com

Jebel Ali Free Zone Area, UAE
Email: Jafza@tag-legal.com

Sana’a, Yemen
Email: mea@tag-legal.com

Jeddah, KSA
Email: ksa@tag-legal.com

Shanghai, China
Email: asia@tag-legal.com

Kabul, Afghanistan
Email: asia@tag-legal.com

Tunis, Tunisia
Email: mea@tag-legal.com
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