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TAG-Legal at the First Regional
Conference on Cyber Crime in
Lebanon

B

EIRUT
–
TAG-Legal
participated
in
the first regional
conference
on
cyber crime, which
was held in Beirut,
October 27 - 28,
2008. The event
was organized by
Pan Arab Web Awards Academy, Microsoft, the Lebanese
Ministry of Justice, Beirut Bar Association, Business
Software Alliance and Association de Développement de
l’Informatique au Liban (ADIL).
The audience comprised of major governmental officials,
members of the Ministry of Justice, senators and judges,
as well as legal experts from several Arab countries such
as Jordan, Oman, Qatar, the United Arab Emirates (UAE)
and Kuwait.
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ideas on how to combat Internet violations and cyber
crime.
Furthermore, the UAE’s experience in dealing with cyber
crime was demonstrated as the model conduct regionally
and the importance of creating a national law system
which includes all types of violations was also discussed.

TAG-Legal representatives Dr. Sylvain Massaad, Copyright
Department manager and Dr. Dany Naous, Patents
Department manager attended the meeting, describing
the event as a hallmark in the Arab region.

Towards the end of the forum, participants thanked the
organizers of the event for their exceptional role in raising
awareness and setting up innovative methods of facing
the increasing Internet problems.

Massaad applauded the joint effort of the Lebanese
government and other Arab countries in bringing the
widespread cyber crime issue to an end. The forum created
a platform for discussing the issues tackled in different
sessions, with the audience interacting and sharing their

In this regard, Naous concluded, saying, “The event was
a vital step at the right place and time, highlighting the
problems of the Internet, particularly cyber crimes.”

TAG-Legal News

Creative Commons in the Arab Region Discussed at TAG-Forum

A

MMAN – The Talal Abu-Ghazaleh Business Forum
(TAG-Forum) hosted Joichi Ito, CEO of the US-based
Creative Commons (CC) Organization on October 29,
2008, at its headquarters at Talal Abu-Ghazaleh College of
Business (TAG-College).
Ito began his lecture entitled “Creative Commons in the
Arab Region: Necessity and Privileges” by emphasizing the
important role the Arab world plays in the development
of the CC, stating that “the world has become increasingly
globalized economically.”
As such, Creative Commons will help universities,
journalists and individuals to share learning, culture,
opinions, art, music and anything else that will help create
global common. In this respect, dialogue with the Arab
world plays an extremely important role, according to Ito.
He also revealed during his presentation that Wikipedia
will be converted to Creative Commons within the coming
seven months.Creative Commons originated in the United
States to address global issues surrounding copyright, but
from a slightly American perspective. As the movement
widened and reached over 47 jurisdictions, the licenses,
message and projects have developed an increasingly
global mindset.
With regards to the Arab region, Ito said, “We are just
getting started in the Middle East and trying to understand
how institutions work and what issues the CC is most likely
to have a positive impact on first.”
“We are delighted to work with regional high professional
partners like the Talal Abu- Ghazaleh Organization to
better understand the Arab region.”
Meanwhile, Legal Cases and Court Decisions Department
Manager Ziad Maraqa of Talal Abu-Ghazaleh Organization
(TAG-Org) tackled the problems of copyright in the digital
world.
“The major obstacles that Internet users encounter are
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whether the work
is available for
free over the net
or if such work is
licensed or not,”
Maraqa noted.
He also pointed
out that the
Organization has
been working on the CC issue since 2004. The Creative
Commons Organization was founded in 2001 by Larry
Lessig, professor of law at Stanford University and author
of many important books about the sharing of creativity
over the Internet.
Joichi Ito, CC’s current CEO, is a well-known venture
capitalist investing in many successful web 2.0 companies
such as Twitter, Technorati, Last.fm and Flickr. He has been
named by the World Economic Forum (WEF) as one of the
“100 leaders of tomorrow” and listed by Time magazine as
a member of the “cyber elite”.
The event was attended by Talal Abu-Ghazaleh, chairman
and CEO of TAG-Org, and a host of students and
academics.
Creative Commons is an international non-profit
organization which provides free tools that let authors,
scientists, artists and educators easily mark their creative
work with the freedoms they would like it to carry. CC
can be used to change copyright terms from “All rights
reserved” to “Some rights reserved”.
The idea of CC licenses has gained considerable credibility
over the years. This year, it was brought to the Cannes
MIPTV media market, where Ito was invited to give a
keynote speech and explain how a broadcaster or TV
producer can use CC licenses to protect his or her work
while strengthening relations with audiences and users
that are, in this way, allowed certain uses of the work
according to the chosen license.

TAG-Legal News

Abu-Ghazaleh Tackles the Future Peace and Security Risks at the Amman
Model UN Conference

A

MMAN – Mr.Talal Abu-Ghazaleh,
vice-chairman of the Board of
Directors of the United Nations Global
Compact and chairman and CEO of
Talal Abu-Ghazaleh Organization
(TAG-Org) addressed the seventh
annual Amman Model United Nations
Conference in its closing session held
on November 24, 2008.
In his remarks entitled “Future
Peace and Security Risks”, AbuGhazaleh, vice-chair of the United
Nations Global Alliance for ICT and
Development (GAID), stated, “The
20th century witnessed two World
Wars and countless other major ones,
numerous genocides, natural and
manmade disasters and existential
threats to human civilization; from the
Cold War and its geo-political balance
of Mutual Assured Destruction
(MAD) to Chernobyl and the IraqAmerican wars, the 20th century was
a frightening and terrible time for the
human race.” However, he added, “It
is a frightening thought that the 21st
century, while very different, could be
just as bad if not worse in collateral
damage to human societies.”
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Nevertheless, Abu-Ghazaleh pointed
out that there are unique assets

available in the 21st century, one of the
most obvious of which is technology.
“Communications and transportation
technology have spurred the trend
toward globalization which, while
it has roots going deep into the
past, is, in its current incarnation,
a fundamentally new and modern
experience.”
Elaborating on the significance of
technology, Abu-Ghazaleh, chair of the
International Chamber of Commerce,
Business Action to Support the
Information Society (BASIS), wondered
“how history would have played out if
bloggers and YouTube video posters
had documented the machinery of
the Nazi Holocaust back in 1938 or
1939, and the world had been faced
with that horror before it was so
massive; perhaps the European Jews
would exist in larger numbers, and
in Europe rather than Palestine.”He
continued, “Just as ICTs have played
a key role advancing the conduct of
war, they have a role in avoiding,
ending and ameliorating conflict and
the ramifications of it.
“Yet, despite all the advances that
technology brings, technology itself
remains a double-edged sword, and it
remains to be seen whether humans
will, in the final analysis, be the
winners or the losers in man’s race
for supremacy over nature,” AbuGhazaleh stressed.
Therefore, Abu-Ghazaleh pointed out,
“One of the greatest challenges is
that threats to peace and security are
interrelated and feed on each other,”

tackling in detail the following key
issues:
• Global Climate Change
• Peak Petroleum - Energy
Insecurity
• Water Insecurity
• Population Growth
• Unemployment/Social and
Political Instability
• Nuclear Proliferation
• Biological Instability - Epidemics,
Plagues and Killer Viruses
• Global Economic Instability
• Economic Inequality
Speaking about economic inequality,
Abu-Ghazaleh said, “There is an
old saying: ‘What is the difference
between a recession and a depression?
A recession is when your neighbor is
unemployed; a depression is when
you are unemployed.’ Something
similar holds true for the world. Many
of us judge whether things are getting
better or worse by our own personal
situation. But if we judge this by the
situation of most of the world, it is
very bad.”
“As the world’s poor have mightily
endeavored to dig themselves out of
poverty, they have dug themselves
into a huge environmental nightmare.
It may be a nightmare that was begun
by the developed countries, but it will
be completed by the world’s poor.”
“The current vulnerabilities to peace
and security constitute a ‘perfect
storm’. It is likely that humanity will
survive, but it is questionable that
human civilization will survive as we
know it today,” he concluded.

TAG-Legal News

TAG-Legal Attends the Fourth Annual Conference on Technology
Commercialization

A

MMAN – Under the patronage of HRH Princess Sumaya
bint El Hassan, president of the Royal Scientific
Society (RSS), the fourth conference on Technology
Commercialization, Technology Transfer: R&D and IP
Commercialization, Policies and Investments was held in
Le Meridien Hotel, Amman, November 12-13, 2008.
In her opening
remarks,
HRH
Princess Sumaya
underscored
the
importance
of keeping up
with the latest
technologies in IP

Mariam, legal consultants at the Countries Desks office,
along with Nayef Abu-Alim, Contracts Department
manager, commended the event and the technologies
demonstrated.
“The world is in a constant race to come up with new
technologies that could fully protect and enforce IPRs;
thus, it is important to be updated on these dynamic
technologies in order to bring IP protection forward in the
region,” stated Abu-Mariam.
The Queen Rania Center for Entrepreneurship is one of
the national pioneer institutions in El Hassan Science City,
and it is sponsored mainly by Internet search engine giant
Google, Royal Jordanian, the Jordan Commercial Bank,
Orange and Jordan Dubai Capital.

commercialization, saying, “The human progress is soaring
at a dizzying rate, and society must adapt its technology to
solve current world issues.”
The event aimed at appraising the ongoing interest in
technology commercialization strategies and innovations
from exploratory science to commercial development.
The Queen Rania Center for Entrepreneurship (QRCE)
organized the Conference, along with other sponsors such
as the National Fund for Enterprise Support (NAFES), the
King Abdullah II Fund for Development (KAFD) and the
USAID Jordan Economic Development Program (SABEQ).
The Conference assembled a wide number of national
and international experts from the West Bank, the United
States, Tunisia, India and other countries, who delivered
speeches underlining the latest developments achieved
in enforcing Intellectual Property Rights (IPRs) and raising
awareness on recent discoveries through R&D and IP
researches.
TAG-Legal representatives Laith Damer and Tareq Abu4

Fake YouTube Pages Used To Spread Viruses
October 10, 2008 (BNA) – There is a sneaky new
attack in which criminals create fake YouTube
pages, dead-on replicas of the real site, to push
their malicious software and make it look like
it is safe stuff coming from a trusted source.
A program circulating online helps hackers
build those fake pages. Users who follow an
e-mail pointing them to one of the pages
see an error message that includes a link the
hacker has provided to a malicious program,
which delivers a virus. Once the computer is
infected, it’s simple for the hacker to silently
redirect the victims to a real YouTube page to
see videos they were hoping to see — and hide
the crime.

Legal News

Ceremony Marks 50th Anniversary of the Lisbon Agreement

G

ENEVA – Some 200 participants, including
governmental representatives from 50 nations,
joined the World Intellectual Property Organization (WIPO)
Director General Francis Gurry at a ceremony in Lisbon
on October 31, 2008 marking the 50th anniversary of the
adoption of an international agreement that facilitates
the international protection of appellations of origin.

The Forum served to promote a better understanding of
the Lisbon system, ahead of more formal international
discussions scheduled for early next year within the context
of a Working Group established in September 2008 by the
Assembly of the Lisbon Union. The Working Group will
explore possible improvements to the procedures under
the Lisbon Agreement.

According to a press release by WIPO, Gurry noted the
importance of geographical indications as a means of
differentiating products within an increasingly globalized
and ever-more standardized marketplace.

On the sidelines of the ceremony, Gurry also held a series
of bilateral meetings with senior Portuguese officials
including João Tiago Silveira, Secretary of State for Justice
of Portugal, Manuel Heitor, Secretary of State for Science,
Technology and Higher Education of Portugal and António
Campinos, president of INPI, Portugal. Ag-IP News

He further underlined the enormous potential that
geographical indications offer, in particular to developing
countries, in allowing them to reap the benefits of added
value based on unique characteristics of certain products
originating in these countries, including products derived
from traditional knowledge.
Gurry urged member states to demonstrate the same
pioneering spirit and determination as the great
Portuguese explorers in advancing the future development
of the Lisbon system.
The Lisbon Agreement on the Protection of Appellations
of Origin and their International Registration, adopted
in Lisbon on October 31, 1958, provides an international
legal framework with a large degree of flexibility for its
implementation by member states without impinging on
the effectiveness of protection accorded to geographical
indications registered internationally.
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The ceremony followed the conclusion of a two-day Forum
on geographical indications and appellations of origin
from October 30-31, 2008, co-hosted by WIPO and the
National Institute of Industrial Property (INPI) of Portugal.
The Forum addressed a range of themes including possible
improvements to the Lisbon system, the challenges
confronting the Lisbon system and issues relating
specifically to the protection and international registration
of geographical indications and appellations originating
in developing countries.

Facebook Wins $873 million Judgment
Against Canadian Spammer
November 25, 2008 (BNA): Facebook has
won a $873 million judgment against a
Canadian man who bombarded users
with millions of unsolicited messages
about drugs and sex. U.S. District Judge
Jeremy Fogel signed the default judgment,
resolving a lawsuit that Facebook filed
in August against Adam Guerbuez of
Montreal and his business, Atlantis Blue
Capital.
Turkey Bans Blogger.com Due to Links to
Infringing Content
October 27, 2008 (BNA): Following the
censorship of YouTube, the widely used
site Blogger.com has been shut down in
Turkey. The censorship decision was made
by the Diyarbakır Penal Court on October
20, 2008. Under Turkish copyright law,
blocking is allowed where sites link to
copyright material.

Legal News

US Patent Office Upholds P&G Coffee Patent

C

INCINNATI – The Procter & Gamble (P&G) company
announced in a press release on October 10, 2008,
that the US Patent and Trademark Office (USPTO) has, for
the second time, confirmed the validity of P&G’s patent
for a consumer-preferred plastic coffee
container. This container has helped drive
the success of P&G’s Folgers coffee brand.
In August of 2007, P&G filed suit against
Kraft Foods, alleging that Kraft’s Maxwell
House plastic container infringes P&G’s
patent.
In October of 2007, this lawsuit was put on hold by the
US District Court for the Northern District of California,
pending the outcome of a review by the US patent office.
“With this decision, which validates our position, we’re

even more confident we’ll prevail against Kraft in our
multiple Intellectual Property lawsuits,” P&G Chief Legal
Officer Steve Jemison said.
P&G completed the sale of its Folgers coffee
business to the J.M. Smucker Company on
November 6, 2008. P&G will continue to
lead this litigation, coordinating with the
J.M. Smucker Company.
Three billion times a day, P&G brands
touch the lives of people around the world.
The company has one of the strongest
portfolios of trusted, quality leadership brands, including
Pampers, Tide, Ariel, Whisper, Pantene, Mach3, in addition
to many others. Ag-IP News

Conference Calls on WIPO to Boost Support for Collective
Management of Copyright

G

ENEVA – A conference on the future evolution of
collective management of copyright and related
rights in Europe has called on the World Intellectual
Property Organization (WIPO) to step up efforts to help
stakeholders address the emerging challenges facing
collective management.

that “copyright and related rights remain high on the
agenda of WIPO.” He told the conference that collective
management is “one of the most tried and tested tools
for assisting in the effective implementation of copyright
and related rights…and is the best option that we know for
returning value to creators.”

According to a press release by the Organization, the
participants urged WIPO to strengthen the copyright
infrastructure so as to support creative industries and
promote social, economic and cultural development.

Gurry said, “WIPO has an important role in supporting
the tool of collective management, especially with respect
to the developing countries.” He noted that collective
management today is facing extraordinary challenges
with economic, cultural, technological and legal
implications, and that WIPO would focus on collective
management systems within the context of its work on
the future development of the global intellectual property
infrastructure.

The Conference on Collective Management of Copyright
and Related Rights in Europe, held in Brussels, November
24 - 25, 2008, was organized by WIPO in association with the
European Grouping of Societies of Authors and Composers
(GESAC) and in cooperation with the Association of
European Performers’ Organizations (AEPO-ARTIS) and the
International Confederation of Societies of Authors and
Composers (CISAC).
WIPO Director General, Francis Gurry, assured participants
6

The Conference provided an inclusive forum for discussion
of challenges arising from technological developments
and trends in the digital market, rights management
information systems and competition issues. Discussions

Legal News
focused on the future of collective management in the digital
environment and considered a range of improvements in
the application and management of rights introduced
by collective management organizations worldwide. It
provided an opportunity to deepen the dialogue between
stakeholders in the creation, licensing and dissemination
of creative content and allowed participants to draw on
European experiences.
A wide range of issues was addressed, including the role
of digital right management technologies in supporting
the creation of new business models for legitimate
delivery of protected content and collective management;
interoperability; interactive online and mobile services;
user-generated content and social collaboration platforms;
good governance of collective management organizations
and double taxation of royalties.

Some 400 participants from collective management
organizations, lawyers, academia, intergovernmental and
non-governmental organizations, developers of digital
technology and services and creative industries took part
in the event.
Collective management societies administer the rights
of authors, performers and other creators. Their main
responsibility is the licensing, collection and distribution
of royalties and remunerations to creators. The interlinked
technological environment in which they operate today
presents collective management societies with a number
of challenges, not least in terms of how to track usage of
their members’ works. The various solutions that have
emerged in response to these challenges have forged new
opportunities and mechanisms for managing creators’
rights. Ag-IP news

Oracle Buys IP Assets of Tacit Software

R

EDWOOD SHORES, CALIFORNIA – Oracle, the world’s
largest enterprise software company, announced in a
press release on November 3, 2008 that it has acquired the
Intellectual Property (IP) assets of Tacit Software.
Tacit Software’s unique
automated
profiling
technology is an expertise
location solution that helps
organizations
uncover
new
opportunities
for
collaboration. Oracle plans
to integrate Tacit Software
into Oracle Beehive, a secure,
integrated, standards-based enterprise collaboration
platform.
The combined solution is expected to enable enterprises
to make effective and immediate use of the knowledge
present in their people, messaging and content. Financial
details of the transaction were not disclosed.
“The addition of Tacit Software’s technology to Oracle
Beehive underscores our commitment to a strong,
7

differentiated presence in the collaboration software
industry,” Oracle Collaboration Technologies chief
architect and vice president Terry Olkin said.
“This capability enables coordination and collaboration to
occur between the right people at the right time based on
the information present in the documents, conversations
and messages within the enterprise,” Olkin concluded.

Dutch Youths Convicted of
Virtual Theft
October 22, 2008 (BNA): A Dutch court has
convicted two youths of theft for stealing
virtual items in a computer game and
sentenced them to community service.
Only a handful of such cases have been
heard in the world, and they have reached
varying conclusions about the legal status
of “virtual goods”.

Article of the Month

Well-Known and Famous Trademarks: Ius Gentium and Criteria
Part (2)
By Marah Abweh
The Criteria: When is a Mark Well-Known?
Regional and National Legislation, case law, and trademark
office procedures have listed sets of guidelines, which can
assist trademark authorities and courts in determining
whether a mark is well-known1. For example, section 43 (c)
of the United States Lanham Act2, article 84 of the Cartagena
Agreement (Andean Pact), the Industrial Property Code of
Brazil3, the Canadian Trademarks Act4, cases in Colombia5,
Mexico6, Peru7 and the United Kingdom8, French
Trademark Law, regulations of the Trademark
Office in China and Japan, WIPO9 and the
Resolution of the International Trademark
Association all presented factors, which
can serve as useful guidelines for the
determination of well-known trademarks.
An analysis and comparison of these
guidelines lead to the following common set of
factors:
• The degree of the mark’s recognition. The recognition
of the mark “lies at the core of establishing a famous
or well-known status”10. The best way to prove
recognition is by requests from third parties such
as potential licensees, manufacturers, distributors,
importers, retailers and consumers of the goods
or services holding the mark. Recognition by third
parties constitutes a direct evidence of recognition11.
In contrast, survey evidence is an indirect proof of
recognition.
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•

The extent to which the mark is used and the duration
of the use. This refers to the mark’s volume of sales
and the depth of penetration in the market12. The
recognition of the mark as reflected in the related
market of the goods and services will have a significant
value that should assist in proving its fame.

•

The extent and duration of advertising and publicity
accorded to the mark13. Modern advertising and

advanced technology can practically make a mark
famous in the blink of an eye. More often, a mark will
become famous as time passes. If the mark has not
been used in the local jurisdiction, spillover advertising
in the form of television exposure, circulation of
international magazines, travel statistics of people who
were probably exposed to the mark, and exhibitions to
the trade and public at international trade fairs, will
be of importance14.
Effective advertising strengthens and spreads
out the reputation of the mark to reach
beyond the borders of the territory where
the goods or services are actually sold.
Additionally, it broadens the scope of the
mark to include goods or services other than
those on which the mark is used. The more
efficient the advertising, the longer the fame of the
mark will last.
The extent to which the mark is recognized, used,
advertised, registered and enforced geographically or
other relevant factors that may determine the mark’s
geographical reach locally, regionally and worldwide15.
A mark may be highly recognized or used in one location
or rarely used and recognized in other locations. In other
words, a mark that enjoys local and regional fame does
not necessarily have to be well-known in other areas.
Moreover, considering neighboring countries – especially
those that share the same language, are exposed to the
same media and have close trading relations – is a key
factor in measuring the well-known status of a mark16.
In fact, the expansion of the mark’s reach throughout the
world beyond the local or regional locations may also be
significant.
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The degree of inherent or acquired distinctiveness17. A high
degree of acquired distinctiveness is likely to serve better
as a proof of fame than mere inherent distinctiveness.
Demonstrating distinctiveness of the mark would assist
in expanding the protection of the mark if it appears on
other goods.
Distinctiveness of the mark would also depend on its
exclusivity, which is related to the next point.
The degree of exclusivity of the mark and the nature and
the extent of use of the same or similar mark by third
parties18. Multiple use of the mark by several parties
would indicate that fame is not limited and attached
to any of them or their reputation could probably be
narrowed down to a specific market. This point would be
of particular importance in a dilution action. Dilution is
defined in Section 45 of the Lanham Act as follows:
the lessening of the capacity of a famous mark to identify

and distinguish goods or services, regardless of the presence

or absence of – (1) competition between the owner of the

famousmark and other parties, or (2) likelihood of confusion,

mistake, or deception19

The effect of multiple use of the mark by third parties was
essential in determining whether a mark was famous in a
Swedish case concerning SCAN trademark20. The plaintiff
was the trademark owner of the SCAN mark and had been
using it in relation to the meat-producing industry for
many years.
The plaintiff took action against two oil companies, Scanoil
AB and Scanoil Services AB, on the basis that their trade
names are confusingly similar to the SCAN trademark.
The plaintiff relied on the Kodak doctrine21, which refers
to the British case in which the use of the Kodak mark was
enjoined on bicycles which are non-competing products.
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The defendants replied that rights in the SCAN mark were
not exclusive since the mark has been severely diluted
by the presence of numerous registrations. The plaintiff
admitted to the existence of 500 to 700 other similar marks
on the registry. The District Court could not be applicable
to the SCAN mark as it doesn’t qualify as a famous mark

beyond the range of food products.
The nature of the goods or services and the channels of
trade for the goods or services, which bear the mark22.
If the mark circulates in various
channels of trade, this will
reflect that a large segment
of the public is familiar
with the mark. As a result,
a broader protection on
non-competing goods is
granted. On the other hand, if the
use of the mark is limited to a specific narrow market, a
more limited protection is applicable. For example, in the
Lexis case of Mead Data Central Inc v Toyota Motor Sales 23,
the United States District Court for the Southern District
of New York enjoined Toyota Motor Sales then from using
‘Lexus’ as the name of their new luxury automobile.
The district court held that Toyota’s use of ‘Lexus’ is likely
to dilute the distinctive quality of Lexis, the mark used by
Mead Data Central, Inc. for its computerized legal research
services. However, the court reversed its decision and both
marks are now registered because of the narrow market of
the plaintiff’s mark. In this case, “the narrow scope of the
plaintiff’s channels of trade (attorneys and accountants)
and the breadth of the defendant (purchasers of
automobiles) were significant factors.”24 In other words,
market factors that may broaden or narrow down the
exposure of the public to the mark should be examined as
well when protecting well-known marks.
The degree to which the reputation of the mark symbolizes
the quality of the goods. The fact that a mark may
symbolize a specific quality may be relevant, especially in
countries where emphasis is placed on the quality function
of a trademark such as China25. In Germany, for instance,
Wertschatzung, or the repute, esteem and positive
association which a mark enjoys among consumers, is
taken into account when determining well-known status.
The extent of the commercial value attributed to the
mark26. The asset value ascribed to the mark by financial
institution could indicate its reputation and fame27. The
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various methods28 by which financial value of a mark is
calculated are referred to as the “qualitative approach” by
the WIPO. However, this factor should be examined carefully
since the financial value which accountants or financial
experts ascribe to a trademark may not necessarily match
its fame and recognition with the public. Large amounts
of money are spent in unsuccessful attempts to engrave
the name of a product in the public’s mind.
In the application of these criteria mentioned above, a
case by case approach should be adopted as each case
depends on its specific circumstances. The varieties of
the industries and the goods and services, as well as the
complexity of the marketplace should be considered. For
example, certain factors in a given case may be more
important for consideration than others. Strong evidence
in respect of some factors may compensate for any
weaknesses in others. The overall picture resulting from
all the pieces of evidence together will determine whether
a mark is considered well-known. Additional elements can
also serve as evidence to support the determination of the
well-known mark29.
Mostert, W. Frederick, Famous and Well-Known Marks, Reed Elsevier
(UK), 1997, p. 8.
It was chartered by the United States Trademark Association (USTA), now
the International Trademark Association (INTA), in 1985.
Section 3 of Article 67, The Industrial Property Code of Brazil went into
effect on 15 May, 1997.
Canadian Trademark Act, 1985, Chapter T-13.
Resolution No. 1612 of 1 November, 1995 of the Superintendency in
Colombia.
See Horacio Rangel Ortiz (1992/1993)
Reebok case, Peru Trademark Office, Judicial Decision No. 003030-96Indecopi/Osd, 8 March, 1996
Trademark Registry Office in the UK, Panashiba Case.
WIPO and the Assembly of the Paris Union for the Protection of Industrial
Property, Joint Recommendation Concerning Provisions on the Protection
of Well-Known Marks, 34th Series of Meetings of the Assemblies of the
Member States of WIPO, September 20 to 29, 1999, Part 1 Article 2
Mostert, W. Frederick, Famous and Well-Known Marks, Reed Elsevier
(UK), 1997, p. 11
WIPO and the Assembly of the Paris Union for the Protection of Industrial
Poperty, Joint Recommendation Concerning Provisions on the Protection
of Well-Known Marks, 34th Series of Meetings of the Assemblies of the
Member States of WIPO, September 20 to 29, 1999, Part 1, p. 6
Mostert, W. Frederick, Famous and Well-Known Marks, Reed Elsevier
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(UK), 1997, p. 13
Lanham Act, s 45
Holmqvist, Lars, “The Protection of Famous Trade Marks in Swedish Law,
USTA Annual Meeting, 1992
Eastman Photographic Material Co. Ltm v. John Griffiths Cycle Corpn Ltd
(1898)
Mostert, p. 14
LexisNexis, Mead Data Central Inc v Toyota Motor Sales, United States
Court of Appeal Second Circuit, 1989
Zheng Chengsi, Chapter III, Section, III. Also, WIPO’s Committee of Experts
on Well-Known Marks, Section 1, note 14, paragraph 70 to 15
Winkler, Robin J, Tawian’s New Criteria for Determining Famous
Trademarks and Marks, Qi Lin International Law Offices, 1999
This point is stressed in Section 3 of article 67 of the Industrial Property
Code of Brazil
This point is stressed in Section 3 of article 67 of the Industrial Property
Code of Brazil
Mullen, Maggie, How to Value Intangibles, Accountancy, 1992. First, the
profits or cash flows have to be separately identified. Three principal
methods are used to quantify the profits or cash flows; (i) Premium
profits: which is aimed at isolating the additional or premium profits
and above the normal profits received by a similar business which does
not benefit from the trademark. (ii) Residual value: which focuses on
the value of the trademark owner’s business compared to the value of
the same business as if it didn’t own the mark . (iii) Relief from royalties
estimating the actual or notional royalty income that may be earned
by licensing out the right to use the trademark. Second, the capitalized
value of the trademark is then determined separately.
Winkler, Robin J, Tawian’s New Criteria for Determining Famous
Trademarks and Marks, Qi Lin International Law Offices, 1999

UK Regulator Bans Apple iPhone
Advertisement over Speed Claims
November 26, 2008 (BNA): A TV ad for
Apple’s 3G iPhone has been banned by
the advertising regulator for misleading
consumers over the Internet capabilities
of the Smartphone. The ruling marks
the second time Apple has breached the
advertising code for making misleading
claims about the iPhone, after the
Advertising Standards Authority banned
TV ads for the first-generation iPhone in
August.

© Marah Al-Abweh is the Assistant Director at the Talal Abu-Ghazaleh Languages Academy; she was the first graduate of the Talal Abu Ghazaleh College
of Business (TAGCB)- German Jordanian University (GJU), where she received her Master Degree in Intellectual Property and wrote her thesis on “Reconceptualizing Moral Rights in the Digital Era”.

Our Representatives
Regional Office

Beirut, Lebanon

United Arab Emirates

P.O. Box: 921100, Amman 11192,

Email: taglegal.lebanon@tag-legal.com

Representative: Mr. Rami Omar Abdellatif

Representative: Dr. Hassan Okour
Hashemite

Kingdom of Jordan

Tripoli, Libya

Email: taglegal@tag-legal.com

Telephone: (962-6) 5 100 900
Fax: (962-6) 5 100 901

Casablanca, Morocco

Street Address: Prince Shaker bin

Muscat, Oman

Email: taglegal@tag-legal.com
Zaid Street

Shmeisani, Amman, Jordan

Email: taglegal@tag-legal.com
Email: taglegal@tag-legal.com
Karachi, Pakistan

Email: taglegal@tag-legal.com

Algeria, Algeria

Email: taglegal@tag-legal.com

Doha, Qatar

Email: taglegal.qatar@tag-legal.com

Manama, Kingdom of Bahrain

Saudi Arabia

Email: taglegal.bahrain@tag-legal.com

Representative: Mr. Maher Melhem

Representative: Mr. Rabih Choueiri

Cairo, Egypt

Riyadh Office:

Email: taglegal.ksa@tag-legal.com   

Representatives:

Jeddah Office:

Mr. Bader EL-Dein Abdel khalek

Email: taglegal.jeddah@tag-legal.com

Mr. Mohamed H. Abd El-Sadek

Email: taglegal.egypt@tag-legal.com
Gaza Strip, Palestine

Email: taglegal@tag-legal.com
Baghdad, Iraq

Email: taglegal@tag-legal.com
Amman, Jordan

Representative: Ms. Hayja’a Abu AlHayja’a

Email: taglegal.jordan@tag-legal.com
Kuwait City, Kuwait

Representatives: Mr. Sunil Jose & Mr.
Firas M. Al-Saifi

Email: taglegal.kuwait@tag-legal.com
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Representative: Ms. Soha Al Masri

Sharjah Office:

Email: taglegal.uae@tag-legal.com
Abu Dhabi:

Representative: Mr. Moutaz Abdullat

Email: taglegal.abudhabi@tag-legal.com
West Bank, Palestine

Email: taglegal@tag-legal.com

Sana’a, Yemen
Representative: Ms. Riyam Shaher
Email: taglegal.yemen@tag-legal.
com
China
Shanghai Office
Email: taglegal@tag-legal.com

Representative: Fadi Obiedat

Beijing Office:
E-mail: taglegal@tag-legal.com

Khobar Office:

For any registration services in
China, you are kindly requested to
send your instructions
to the following address:
E-mail: asia@tagi.com

Representative: Mr. Mohammed
Sulieman

Email: taglegal.khobar@tag-legal.com  
Khartoum, Sudan

Email: taglegal@tag-legal.com
Damascus, Syria

Email: taglegal.syria@tag-legal.com
Tunis, Tunisia

Edinburgh, UK
Email: taglegal@tag-legal.com
Montréal, Canada
Email: taglegal@tag-legal.com

Email: taglegal@tag-legal.com
Ankara, Turkey

Representative: Ms. Ozlem Meric

E-mail: taglegal.turkey@tag-legal.com
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